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Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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DETAILED ACTION 

Election/Restrictions 

1 . Applicant's election with traverse of claims 5-13 in the reply filed on 10-13- 
06 is acknowledged. The traversal is on the ground(s) that the search and examination 
could be made without serious burden. 

a) This is found persuasive regarding claims 5-8. Claims 5-8 are 
hereby rejoined and fully examined for patentability under 37 CFR 1.104. Because 
claims 5-8 were previously withdrawn from consideration under 37 CFR 1.142 and have 
now been rejoined, the restriction requirement as set forth in the Office action 
mailed on 9-20-06 is hereby withdrawn regarding claims 5-8 as separate and 
distinct from claims 1-4. In view of the withdrawal of the restriction requirement as to 
the rejoined inventions, applicant(s) are advised that if any claim presented (i.e. claims 
5-8) in a continuation or divisional application is anticipated by, or includes all the 
limitations of, a claim that is allowable in the present application, such claim may be 
subject to provisional statutory and/or nonstatutory double patenting rejections over the 
claims of the instant application. Once the restriction requirement is withdrawn, the 
provisions of 35 U.S.C. 121 are no longer applicable. See In re Ziegler, 443 F.2d 1211, 
1215, 170 USPQ 129, 131-32 (CCPA 1971). See also MPEP § 804.01. 

b) This is not found persuasive for claims 9-1 3 because claims 9-1 3 
are pertaining to apparatus claims which have different considerations in the art as set 
forth in the restriction requirement of 9-20-06. 
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2. The requirement regarding claims 9-13 is still deemed proper and is 
therefore made FINAL. 

Claim Rejections - 35 USC § 102 and 103 

3. The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in this Office 
action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 1-2 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Suzuki (JP-2001 -180007). 

Suzuki appears to disclose a film forming method comprising preliminarily 
discharging liquid droplets from head, relatively moving the heads and a work to 
discharge the liquid droplets onto a surface of a wok from the heads, and the 
preliminary discharge of the liquid droplets being carried out while the heads and/or 



Application/Control Number: 10/647,225 Page 4 

Art Unit: 1762 

work are moved, further being carried out during acceleration of the heads and/or work 
up to a predetermined speed (see abstract). 

6. Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Suzuki (JP-2001 -180007) in view of Hiroshi et al (JP-2002-067346). 

Suzuki discloses what is described in the 35 USC 102 rejection above. Suzuki 
discloses what could be described broadly as a liquid droplet reception area, but Suzuki 
does not disclose the preliminary discharge of the liquid droplets being carried out in a 
liquid droplet reception area, a part of which is formed by the work. 

Hiroshi et al discloses a liquid reception area, a part of which is formed by the 
work (described as "annulment regions; 70a-70c; see abstract). 

It would have been obvious to one with ordinary skill in the art to include a liquid 
reception area, a part of which is formed by the work because Hiroshi teaches certain 
forming of multiple images requiring preliminary discharge of liquid droplets. 

7. Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Suzuki (JP-2001 -180007) in view of Fujii et al. 

Suzuki discloses what is described in the 35 USC 102 rejection above. Suzuki 
Suzuki does not disclose further comprising a vibrating step of, after liquid droplet 
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discharge step, vibrating liquid within the heads to a extent that the liquid is not 
discharged from the heads. 

Fujii te al discloses a vibrating step of, after liquid droplet discharge step, 
vibrating liquid within the heads to a extent that the liquid is not discharged from the 
heads (see abstract). 

It would have been obvious to one with ordinary skill in the art to include a 
vibrating step of, after liquid droplet discharge step, vibrating liquid within the heads to a 
extent that the liquid is not discharged from the heads because Fujii et al teaches 
prevention of clogging as desired (see abstract). 

8. Claims 5, 7-8 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over of Kawase etal in view of Suzuki (JP-2001 -180007). 

Kawase discloses a method of manufacturing a device, in which a film body 
being formed by discharging droplets onto the surface of a work from heads. Filter 
elements on a substrate is the work, further being EL light-emitting layers arranged, and 
a film body being a counter electrode film formed at a pre-determined place on the EL 
light-emitting layers (see fig. 8; col 2, lines 38-67). 

Kawase does not disclose what is described as the film forming method of claim 

1. 

Suzuki discloses what is described in the 35 (JSC 102 rejection above as the film 
forming method of claim 1 . 
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It would have been obvious to one with ordinary skill in the art to include the film 
forming method of claim 1 because Suzuki teaches advantages of reduction in 
throughput loss (see abstract). 

9. Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kawase et al in view of Suzuki (JP-2001 -180007) as applied to claim 5 above, and 
further in view of Sekiguchi. 

Kawase et al and Suzuki (JP-2001 -180007) do not disclose the work being a 
lens, and the film body being a transmissive coating for coating the lens. 

Sekiguchi discloses the work being a lens, and the film body being a 
transmissive coating for coating the lens (col 20, lines 6-13). 

It would have been obvious to one with ordinary skill in the art to include such 
because Sekiguchi teaches advantages of using a lens (col 20, lines 6-13). 

Double Patenting 

10. A rejection based on double patenting of the "same invention" type finds 
its support in the language of 35 U.S.C. 101 which states that "whoever invents or 
discovers any new and useful process ... may obtain a patent therefor ..." (Emphasis 
added). Thus, the term "same invention," in this context, means an invention drawn to 
identical subject matter. See Miller v. Eagle Mfg. Co., 151 U.S. 186 (1894); In re 
Ockert, 245 F.2d 467, 114 USPQ 330 (CCPA 1957); and In re Vogel, 422 F.2d 438, 164 
USPQ 619 (CCPA 1970). 

A statutory type (35 U.S.C. 101) double patenting rejection can be overcome by 
canceling or amending the conflicting claims so they are no longer coextensive in 
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scope. The filing of a terminal disclaimer cannot overcome a double patenting rejection 
based upon 35 U.S.C. 101. 

1 1 . Claims 4-8 are provisionally rejected under 35 U.S.C. 101 as claiming the 
same invention as that of claims 1-4 of copending Application No. 1 1/588,240. This is a 
provisional double patenting rejection since the conflicting claims have not in fact been 
patented. 

Conclusion 

12. Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Alain L Bashore whose telephone number is 571- 
272-6739. The examiner can normally be reached on about 7:30 am to 5:00 pm (Mon. 
thru Thurs.). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Timothy Meeks can be reached on 571-272-1423. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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Primary Examiner 
Art Unit 1762 



